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REMARKS 

Status of the Ipvention, 

The present invention relates to an improved process for the bleaching of oxygen 
delignified kraft pulp using a hemicellulase treatment. Preferably, the hermcellulase has little or 
no cellulase activity. 

Status of *he Application. 

Claims 1, 4 and 7-13 are pending in this application. Claim 8 stands amended 
with entry of this Request for Reconsideration. The amendment to claim 8 merely changes the 
wording of the claim so it is properly dependent on claim 1 1, a process claim. No new matter 

has been added with this amendment. 

All pending claims stand rejected under 35 USC § 103(a) as allegedly obvious in 
light of Pake, et al., the "admitted prior art" and Tench, et al. with or without du Manoir, et al. 
The claims are rejected as allegedly obvious also in light of Pake, et al. in view of Viikarie, et al. 
or Tan, et al. and Tench, et al. with or without du Manoir, et al. 

Status of Declaration of K enneth Madsen under 37 CFR 3 1.132. 

Applicants have attached a copy of the Declaration of Kenneth Madsen under 37 
CFR §1 .132. This Declaration was originally filed with the PTO on June 20, 1996 in support of 
the patentability of the pending claims of USSN 08/514,354, a parent application to the instant 
application. 

35 USC S 103. 

The Applicants note that Examiner Alvo has responded to Applicants Preliminary 
Amendment of June 12, 2000 with exactly the same Office Action as sent before with this 

additional paragraph: 

Applicant's arguments have been considered, but are not convincing as the 
specific enzymes would have been obvious to use from the teachings of the 
ADMITTED PRIOR ART and/or VIKARI ET AL. and/or TAN ET AL. 
Applicant has not shown any unexpected results and thus has not overcome the 
prima facie case of obviousness. 
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MPEP §707.07 indicates an Examiner's Office Action must be complete and 
dear. Various form paragraphs are given for use in an Office Action when an Applicant's 
response has been found not persuasive. Form paragraph 7.37 reads: 

Applicant's arguments filed [1] have been fully considered but they are not 

persuasive. [2] 

f hammer must address all arguments which have not already been 

responded to in the statement of the rejection. 

2. In bracket 2, provide explanation as to non-persuasiveness. 

It would appear the Examiner has found Applicant's arguments regarding the 
other references cited by the Examiner in earlier Office Actions persuasive as they were not 
included in his explanation (bracket 2). Thus, Applicants respectfully request the rejection under 
35 USC § 103(a) in light of Paice, et al. Tench, et al. and du Manoir be expressly withdrawn. 

In considering obviousness, the prior art as a whole must be considered and its 
teachings must be viewed as they would have been by one of skill in the art at the time of the 
invention. To establish a prima facie case of obviousness, the Examiner must cite prior art which 
discloses each element of the claims unless the element would be obvious to one of sktll in the 
art The Examiner must also provide reasons or motivation for one of skill to combine the pnor 
art references to carry out the claimed method and demonstrate that one of ordinary skill would 
have had a reasonable expectation of success in attempting in carrying out the method. In re 

Vaeck, 20 USPQ 2d 1438 (Fed. Cir. 1991). 

The Examiner asserts the Applicants have not successfully rebutted .prima facie 
showing of obviousness with unexpected results. The Applicants believe they do not have to as 
the Examiner has not set forth .prima facie case of obv.ousness. Specifically, nowhere m the 
Examiner's Office Action has he provided the basis for a reasonable expectation of success. As 
is well known in the art, enzymes from different organisms have different structures and catalyze 
under afferent conditions. From the references cited by the Examiner, there is no way of 
knowtng whether the enzymes of "the admitted prior art," Viikaxi, et al. and/or Tan, et al. would 
be active under the conditio* described in the Specification and in fact, that they are active is 
the discovery of the Applicants! The Examiner has relied on a circular hindsight analysis; he is 
stating it is obvious to use the enzymes stated in the Specification because. . . .they were provided 
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in the specification as being the enzymes the Applicants envisioned using in the claimed 
invention. 

In light of the above remarks, the Applicants believe the pending claims are in 
condition for allowance and issuance of a formal Notice of Allowance at an early date is 
respectfully requested. If a telephone conference would expedite prosecution of this application, 
the Examiner is invited to telephone the undersigned at (650) 846-7609. 

Respectfully submitted, 



Date: June 6, 2001 

Susan Fans 




Registration No. 41,739 



Genencor International, Inc. 
925 Page Mill Road 
Palo Alto, CA 94304-1013 
Tel: 650 846-7609 
Fax: 650 845-6504 
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APPENDIX t fP^ndinP Claims) 

1 (Thrice amended) In a process for the bleaching of oxy ge n deified 
nnd derived toft pulp the improvement comprising treating the oxygen dehgmfied kraft pulp 

from the genus Trichoderma or from Chaima sp. ATCC 53812 and wnerein y 
preparation contains less than 0.5% of cellulase activity. 

4 (Twice amended) The process according to claim 1 , wherein the 
hemicellulose-hWing enzyme is produced by a species belonging to the genus Trichoderma. 

7 (Once amended) The process according to claim 1 1 , wherein said xylanase 
is added in an amount of about 0.1-100 U/g calculated ont eh dry solids of the pulp. 

8 (Twice amended) The [method] r^g^according to claim 1 1 , ^ir. 
the xylanase is added in an amount of about 0.5 - 25 U/g calculated on the dry sends of the pulp. 

o (Once amended) The process according to claim 1 1 , wherein said xylanase 

, 1 . The process according to claim 1, wherein said hemicellulose-hydrolyzing 
enzyme is a xylanase produced by Chaima sp. ATCC 53812. 

12. The process according to claim 4, wherein the hemicellulose-hydrolyzing 
enzyme is produced by Trichoderma longibrachiatum. 

1 3 The process according to claim 1 , wherein the pulp consistency during 
treatment with hemicellulose-hydrolyzing enzyme or enzyme preparat.on is 1 0 A 
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DOCKET NO. GC198-5 



D STATES PATENT AND TRADEMARK OFFICE 



In re Application of 

Ilkka Kruus, et al . 

Serial No. 08/514,354 

Filed: August 3, 1995 

For: OXYGEN BLEACHING OF PULP 



Group Art Unit: 1303 
Examiner : Unassigned 



1 hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Commissioner of Patents and Trademarks. 
Washington. D.C. 20231 on 



Date: 



Signature^ 



DECLARATION OF KENNETH E. MADSEN 

Honorable Commissioner of Patents 

and Trademarks 
Washington, D.C. 20231 

1. I am currently employed as an attorney with the 
Law offices of Kenyon & Kenyon located in New York. New York. 

2. On January 24, 1989, I received at Kenyon & 
Kenyon in New York, New York, by facsimile a date stamped 
disclosure of an invention entitled "Improvement of Oxygen 
Bleaching of Pulp", which disclosure is attached hereto as Annex 
A. The handwritten interlineations on Annex A were added at a 
later date, but the entirety of the typewritten text was 

"deceived and docketed on January 24, 1989. 
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3. I hereby declare that all statements made on 
information and belief are believed to be true; and further that 
these statements are made herein with the knowledge that willful 
false statements and the like so made are punishable by fine or 
imprisonment, or both, under Title 18, Section 1001 and that 
willful false statements may jeopardize the validity of this 
application and any patent issued thereon. 
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